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DETAILED ACTION 
Election/Restrictions 

1. Applicant's election with traverse of Group I, claims 1-7 in the reply filed on 
12/18/2007 is acknowledged. The traversal is on the ground(s) that no adequate 
reasons and/or example have been provided to support a conclusion of patentable 
distinctiveness between the identified groups. Applicant states that a search of the all 
of the claims would not impose a serious burden on the Office. 

2. This is not found persuasive because the previous specifically provides prior art 
(see page 2 of prior Office action) which teaches the instant invention as broadly 
claimed. The teaching provides evidence that the special technical feature is not 
"special" and does not provide a contribution over the prior art. Further, the Examiner 
maintains that the different inventions are distinct in that they required different 
materials and reagents and has separate and distinct uses. For example the product of 
invention I and II can be practice with a materially different process such as protein 
expression profiling. Likewise the product of invention I is distinct from that of Invention 
II in that the product of invention I can be utilized in drug delivery system. Contrary to 
Applicant's arguments, a search burden exists because the different inventions require 
an extensive search of patent and non-patents documents in non-overlapping subject 
matter. Additionally, the searches of the different inventions are not coextensive as a 
search of the biological immobilized gel of invention I is not required for a search of the 
gel-filled tube or the method of detecting a target as recited in the inventions of Groups 
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II and III. Therefore, the requirement is still deemed proper and is therefore made 
FINAL. 



Claim Objections 

3. Claim 4 is objected to under 37 CFR 1.75(c) as being in improper form because 
a multiple dependent claim cannot depend from another multiple dependent claim. See 
MPEP § 608.01 (n). Accordingly, the claim 4 is being interpreted by the Examiner as 
being dependent from the claim 2. 

Claim Rejections - 35 USC § 103(a) 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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6. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Timofeev et a! (Nucleic acids Research, vol. 24, no. 16, pages 3142-3148, 1996). 
Regarding claims 1 and 6, Timofeev et al teach a biological substance-immobilized gel 
which comprises a gel containing 0.9 M N, N-dimethylacrylamide and a biological 
substance immobilized on the gel and method of preparing a biological substance- 
immobilized gel as described above (see abstract, page 3144, last paragraph of col.1, 
col. 2, last two paragraphs; page 3145, last paragraph of col. 2 and page 3145, section 
entitled "Immobilization of Oligonucleotides"). 

Regarding claims 2 and 7, Timofeev et al teach a biological substance- 
immobilized gel which comprises a gel having the following composition and a biological 
substances immobilized on the gel: 

(a) N, N-dimethylacrylamide 0.9 M 

(b) cross-linking agent 0.1 M (see page 3144 and 3145, col. 2). 

Regarding claim 3, Timofeev et al teach a biological substance-immobilized gel 
according to claim 1, wherein the biological substance is nucleic acid (see Abstract and 
page 3144, col. 2, section entitled "oligonucleotide immobilization" and page 3146-47 
section entitled "Immobilization of oligonucleotides"). 

Regarding claims 4 and 5, Timofeev et al teach wherein the crosslinking agent is 
a mutifunctional monomer having at least two ethylenically unsaturated bonds and 
wherein said crosslinking agent is methylenebisacylamide (page 3144, col. 1 and page 
3145, col. 2). 
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Timofeev et al do not expressly teach that N, N-dimethylacrylamide is present at 
a concentration of 2% to 7% and the cross-linking agent at 0.1% to 1 .5%. MPEP states 
that "[W]here the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation." In re 
Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). Therefore, the instant 
invention is prima facie obvious over the teachings of Timofeev in the absence of 
secondary consideration. 

7. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Akita 
et al (EP 11158047, citation made of record). Regarding claims 1 and 6, Akita et al 
teach a biological substance-immobilized gel which comprises a gel containing N, N- 
dimethylacrylamide and a biological substance immobilized on the gel and method of 
preparing a biological substance-immobilized gel as described above (pages 4, 5, 10, 
11). 

Regarding claims 2 and 7, Akita et al teach a biological substance-immobilized 
gel which comprises a gel having the following composition and a biological substances 

immobilized on the gel: 

(a) N, N-dimethylacrylamlde 

(b) cross-linking agent 0.1 M (page 11). 

Regarding claim 3, Akita et al teach a biological substance-immobilized gel 
according to claim 1, wherein the biological substance is nucleic acid (page 4-5). 
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Regarding claims 4 and 5, Akita et a! teach wlierein the crosslinking agent is a 
mutifunctional monomer having at least two ethylenically unsaturated bonds and 
wherein said crosslinking agent is methylenebisacylamide (page 11). 

Akita et al do not expressly teach that N, N-dimethylacrylamide is present at a 
concentration of 2% to 7% and the cross-linking agent at 0.1% to 1 .5%. MPEP states 
that "[W]here the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation." In re 
Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). Therefore, the instant 
invention is prima facie obvious over the teachings of Akita et al in the absence of 
secondary consideration. 

Conclusion 

8. No claims are allowed. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to CYNTHIA B. WILDER whose 
telephone number is (571)272-0791. The examiner can normally be reached on a 
flexible schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (571) 272-0782. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Cynthia B. Wilder/ 
Patent Examiner 
Art Unit 1637 

3/1/2008 



